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Course materials are on:
https://queenlake.com/wise-2021/ip4us/

https://queenlake.com/wise-2021/ip4us/
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https://uspto.gov/trademarks

http://www.uspto.gov/
https://uspto.gov/trademarks


} The basics of trademarks
} Selecting and using your mark
} The law and registration process
} Care and feeding of your mark
} Trademarks you know but don’t
} What you need to remember
◦ Use it or lose it
◦ Likelihood of confusion
◦ And, of course, … 

It depends
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} A word, phrase, logo, or other graphic symbol used by a 
manufacturer or seller to distinguish its product or products from 
those of others. 

} The main purpose of a trademark is to designate the source of 
goods or services. 

} To receive federal protection, a trademark must be 
1. Distinctive rather than merely descriptive or generic
2. Affixed to a product that is sold in the marketplace
3. Registered with the U.S. Patent and Trademark Office. 

} Unregistered trademarks are protected under common-law 
and distinguished with the mark ™
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} “TM” (trademark) or “SM” (service mark) 
} You may use the designation to alert the public to your claim 
of ownership of the mark.

} You may only use the federal registration symbol “®” after 
the USPTO actually registers a mark, and not while an 
application is pending. 
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} Trademark 
} Service marks
} Certification marks 
} Collective marks (associations)
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• Copyright refers to the content
• Trademark refers to the distinctive mark
• Something can be protected by both a copyright and a 

trademark
• All are managed by contracts and licensing
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https://www.jdsupra.com/legalnews/ip-protection-for-novelty-t-shirts-copy-69702/?utm_source=LU_Emails


} Trade names and business names
} Images
} Fonts 
} Colors
} Sounds
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Trademark separate from copyright
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First use in commerce in 2008
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http://www.businessinsider.com/colors-that-are-trademarked-2012-9?op=1
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https://tsdr.uspto.gov/
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Does this mark look or sound enough like another mark that a 
reasonable person might be confused?
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https://www.nytimes.com/2021/05/22/style/edibles-marijuana.html
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https://secureyourtrademark.com/blog/trademark-band-names/
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} In most cases, you use your trademark before you register it.
◦ There are rare cases where you register prior to use

} Using your mark establishes the relationship between the 
mark and your product.

} You protect your mark by 
◦ Using it
◦ Guarding against dilution
◦ Litigation 
◦ Keeping it registered
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} Federal Law:
Lanham (Trademark) Act (15 U.S.C.)

} Massachusetts Law:
◦ Labels, trade marks, names and registration thereof (M.G.L. ch.110)
◦ Administered by the Secretary of State:

About Trademarks and Service Marks

} Why do we have both?
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http://www.bitlaw.com/source/15usc/
http://www.malegislature.gov/Laws/GeneralLaws/PartI/TitleXV/Chapter110
http://www.sec.state.ma.us/cor/corpweb/cortmsm/tmsminf.htm
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Against an April Fool’s article 

http://www.thinkgeek.com/blog/2010/06/officially-our-bestever-cease.html?icpg=pbfiasco
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} Is the infringement likely to cause confusion?
} Does the parody dilute the value of the trademark and 
tarnish the mark? 
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} Trademarks give assurance regarding the manufacturer and 
the manufacturer’s standards.

} Akin to a signature
} Right to publicity
} Easily recognized
◦ Words
◦ Graphics
◦ Sounds 
◦ Textures
◦ Smells
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https://www.wcvb.com/article/borat-star-sacha-baron-cohen-sues-massachusetts-cannabis-dispensary/37010931
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https://www.jdsupra.com/legalnews/college-athletes-may-be-paid-for-name-26783/
https://www.usatoday.com/story/sports/college/2021/04/26/house-members-add-new-elements-ncaa-name-image-likneess-bill/7384356002/
https://www.jdsupra.com/legalnews/college-athletes-may-be-paid-for-name-26783/
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http://www.broadcastlawblog.com/2011/03/articles/intellectual-property/is-it-madness-to-say-march-madness-on-the-air-the-trademark-issue/?utm_source=feedburner&utm_medium=feed&utm_campaign=Feed:+BroadcastLawBlog+(Broadcast+Law+Blog)&utm_content=Google+Reader


} “That’s hot!”
◦ Paris Hilton Reg. Num. 3209488

} “there’s an app for that”
◦ Apple trade marks 'There's an app for that' 

} "for a cure“
◦ Susan G. Komen Foundation Elbows Out Charities Over Use Of The Word 'Cure'

} “Three-peat” –
L.A. Lakers Pat Riley via Riles & Co. 
Reg. Num. 1552980
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http://tess2.uspto.gov/bin/showfield?f=doc&state=4007:prop9j.2.1
http://www.theregister.co.uk/2010/10/12/apple_trademark/
http://www.huffingtonpost.com/2010/12/07/komen-foundation-charities-cure_n_793176.html


} When you file for a trademark, you receive a serial number. 
The serial number is the record of your case. It does not 
mean that your trademark is registered yet.

} When your trademark has been approved, you receive a 
registration number. This number means that you can use the 
® after your trademark.
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} Unlike copyrights and patents, trademarks remain valid for as 
long as you use it

} You must renew your trademark
} Federal 
◦ A §8 Declaration of Continued Use – between 5th and 6th year after registration
� Continues until 10th year
� Fee: $100
◦ Renew on the 10th year and every 10 years afterwards

} State 
◦ Five years
◦ Renew within six months for another five
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} Naked Cowboy® – Do Not Wear a White Cowboy Hat, Boots 
& Underwear : Duets Blog

} Thumb Drive™ - not registered, but affirmed as a trademark
ThumbDrive maker finally wins trademark – PCWorld
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http://www.duetsblog.com/2011/02/articles/branding/do-not-wear-a-white-cowboy-hat-boots-underwear/
http://www.pcworld.com/article/214693/thumbdrive_maker_finally_wins_trademark.html


} You must use the mark in commerce
} You must protect your mark
◦ Other trademark holders can prevent your from registering your mark (See Polar case)
◦ You can prevent others from registering their marks
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It’s not that simple

https://law.justia.com/cases/federal/district-courts/FSupp/871/1520/1685717/


GED® and GED Testing Service® are 
registered trademarks of the American 
Council on Education® and may not be 
used or reproduced without the express 
written permission of the American 
Council on Education.

} The GED is commonly 
known as a General 
Education Diploma, 
General Equivalency 
Diploma, or Graduate 
Equivalency Degree.

} The American Council on 
Education® owns the rights 
to the trademarked terms 
“GED” and “GED Testing 
Service.”

} Always used as an 
adjective.
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The classic mystery game
Investigation and Intelligence Software –
clue.com 
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TV was a registered trademark until abandoned in 1979

https://www.law.cornell.edu/wex/genericide
https://tsdr.uspto.gov/documentviewer?caseId=sn72045783&docId=ORC20051110205908
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Dilution
Genericide - your mark becomes a generic term
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Bayer lost its US trademark and patent in the Treaty of Versailles

http://press.healthcare.bayer.com/html/rtf/presse/newsroom_aspirin/Newsroom_Aspirin_Story_Milestones.rtf
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http://www.dvorak.org/blog/2014/09/17/us-trademark-office-renews-trademark-on-reality/
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The who, what, when, where, why, and how of patents


